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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/1/2004 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 7-16 have been considered but are 
moot in view of the new ground(s) of rejection. 

New Rejections 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 7,10-1 1,13-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Gordon (4101701). 

Gordon discloses a resin panel body (figure 5 number 26), an insert film (figure 5 
numbers 18,16,24 combined) arranged on a surface of the resin panel body (figure 5 
number 26), the insert film comprising a resin film (figure 5 number 24), a first binder 
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layer formed on the surface of the resin film (figure 5 number 16), a printed part formed 
on the first binder layer (figure 5 number 12), a second binder layer formed so as to seal 
the printed part in co-operation with the first binder layer (figure 5 number 16) and the 
second binder layer contacting the first binder layer along a periphery of the printed part 
(figure 5 number 18, 16), wherein the first binder layer, the printed part and second 
binder layer are formed in this order (figure 5 numbers 18,12,16); and wherein the 
printed part adheres to the first binder (figure 5 number 12). Gordon discloses that the 
material of the resin panel body is the same as that of the resin film (col. 4 line 54-56, 
col. 8 line 22-23). Gordon discloses that the periphery of the second binder layer is 
printed to overlap the periphery of the first layer (figure 5 numbers 18 and 16). Gordon 
discloses that the printed part is coated along the periphery of the insert film (figure 5 
number 12) Gordon discloses that the printed part consists entirely of ink (col. 3 line 65). 
Gordon discloses that the printed part adheres to the second binder layer (figure 5 
number 12 and 18). 

As to the claim wherein the resin panel is a window for automobiles, it has been 
held that a recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 
1647 (1987). 

Process limitations are given little or no patentable weight. The method of 
forming the product is not germane to the issue of patentability of the product itself. 
Further, when the prior art discloses a product which reasonably appears to be either 
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identical with or only slightly different than a product claim in a product-by-process 
claim, the burden is on the Applicant to present evidence from which the Examiner 
could reasonably conclude that the claimed product differs in kind from those of the 
prior art. In re Brown, 459 F.2d 531 . 173 USPQ 685 (CCPA 1972); In re Fessman, 489 
F.2d 742, 180 USPQ 324 (CCPA 1974). This burden is NOT discharged solely 
because the product was derived from a process not known to the prior art. In re 
Fessman, 489 F.2d 742, 180 USPQ 324 (CCPA 1974). 

Furthermore, the determination of patentability for a product-by-process claim is 
based on the product itself and not on the method of production. If the product in the 
product-by-process claim is the same or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. 
In re Thorpe, 227 USPQ 946, 966 (Fed. Cir. 1985) and MPEP §2113. In this case, the 
limitation wherein the resin body is integrally molded with the insert film by inserting 
molding so that a surface of the resin film of the insert film at the side on which a printed 
part is formed faces an inside of the resin panel is a method of production and therefore 
does not determine the patentability of the product itself. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 8-9,12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gordon in view of Keng (5362540). 

Gordon discloses the resin panel described above. Gordon fail to disclose that 

the resin panel body is directly adhered closely to the resin film at an outer side of the 

periphery of the first binder layer or the second binder layer. Gordon fail to disclose that 

the resin body and the resin film is made from polycarbonate. 

Although Gordon fail to disclose that the resin panel body is directly adhered 

closely to the resin film at an outer side of the periphery of the first binder layer or the 
second binder layer, he teaches the concept of one layer adhering to outer side of the 
periphery of another layer in order to directly adhere to a third layer. In other words, 
when applicant claimed that the resin panel body is directly adhered to the resin film at 
the outer periphery of the first binder layer, he intends in creating a sandwich like 
creation wherein two layers are adhered to each other on the outer periphery of the 
middle layer. So even though Gordon doesn't specifically have the resin panel body 
layer directly adhered to the resin film at the outer periphery of the first binder layer, he 
teaches that two layers are adhered to each other on the outer periphery of the middle 
layer for the jaurpose of providing effective security heat seal (col. 2 lines 34, figure 5 
numbers 12,14,16,18). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time applicant's invention was made to provide the resin panel body that is directly 
adhered closely to the resin film at an outer side of the periphery of the first binder layer 
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or the second binder layer in order to provide a more effective security heat seal (col. 2 
line 34). 

Keng teaches that the resin panel body is directly adhered closely to the resin 
film at an outer side of the periphery of the first binder layer (figure 2 number 14 and 19) 
or the second binder layer (figure 2 numbers 18,12) for the purpose of creating a 
laminate that provides protection to a document (col. 1 lines 50-53, col. 2 lines 43). 

Therefore, it would have been obvious to provide Gordon with the resin panel 
body that is directly adhered closely to the resin film at an outer side of the periphery of 
the first binder layer or the second binder layer in order to create a laminate that 
provides protection to a document (col. 1 lines 50-53, col. 2 line 43) as taught by Keng. 

Keng teaches that the resin body and the resin film is made from polycarbonate 
for the purpose of providing good transparency and the material not to be degraded at 
laminating temperatures (col. 2 lines 56-60). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time applicant's invention was made to provide Gordon with the resin body and the 
resin film that is made from polycarbonate in order to provide good transparency and 
the material not to be degraded at laminating temperatures (col. 2 lines 56-60) as taught 
by Keng. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jane Rhee whose telephone number is 571-272-1499. 
The examiner can normally be reached on M-F 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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